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Status 

1 )^ Responsive to communication(s) filed on 17 May 2010 . 
2a )^ This action is FINAL. 2b)\Zl This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-9 and 25-29 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) |EI Claim(s) 1-9 and 25-29 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) IZI The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to tlie drawing(s) be lield in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Priority under 35 U.S.C. § 119 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

1. Claims 1-9 and 25-29 have been examined. Application 09/785,700 (METHOD 
AND APPARATUS FOR STIMULATING COMMERCE) has a filing date 02/1 6/01 . 

Response to Amendment 

2. In response to Non Final Rejection filed 02/16/10, the Applicant filed an 
Amendment on 05/17/10, which amended claims 1, 25, 29. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 4 recites the limitation "said new or alternate versions of said product 
identified as an obsolete product". There is insufficient antecedent basis for this 
limitation in the claim. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under 
section 122(b), by another filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the 
United States and was published under Article 21(2) of such treaty in the English 
language. 
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Claims 1-3, 5-9 and 25-29 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Katz (US 6,055,513). 

As per claims 1 , 25 and 29, Katz teaches: 

A computer-implemented method of providing promotional material to consumers 
comprising: 

detecting a business necessity in an inventory management system of a 
merchant computer system, the business necessity including the merchant receiving a 
shipment of goods (see col 23, lines 37-50); 

detecting products to be promoted based on the detected business necessity 
(see col 23, lines 40-50 "offer the product if the product would become available in a 
timely manner"); 

establishing a computer communications session between the merchant 
computer system and a third-party remote shopping stimulation system (see col 16, 
lines 20-32); 

receiving in the third-party remote shopping stimulation system a merchant 
request from the merchant computer system to stimulate commerce for the detected 
products (see col 24, lines 30-50); 

reading with said third-party remote shopping simulation system consumer 
purchase information from the merchant computer system, said consumer purchase 
information comprising consumer identifying information, purchased product information 
(see col 9, lines 20-45; col 10, lines 25-67) and communication mode information 
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indicating in wliicli comnnunication mode promotional material can be delivered to a 
particular consumer (see col 11 , lines 50-55); 

wherein the purchased product information includes product expiration 
information and product identifying information (see col 27, lines 45-55); 

based at least in part on said consumer purchase information, identifying one or 
more potential consumers who have previously purchased one or more of the detected 
products (see col 24, lines 30-50); 

in said third-party remote shopping stimulation system, generating promotional 
material for the detected products and associating said promotional material 
corresponding to the detected products with said identified consumers (see col 24, lines 
30-50; ) 

making said promotional material available to said identified consumers using a 
promotional material delivery system (see col 11, lines 30-55) 

wherein said delivery system delivers promotional material to each particular 
identified consumer via the communication mode indicated by the communication mode 
information uniquely corresponding to the particular consumer (see col 11, lines 30-55). 

As per claim 2, Katz teaches: 

said identifying step further comprising determining a product consumption rate 
from said consumer purchase information to identify said one or more potential 
consumers of the least one merchant-specified product (see col 10, lines 57-65 "pattern 
or time basis to the customer's purchasing"). 

As per claim 3, Katz teaches: 
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wherein said promotional material and said consumer purchase information 
include person-to-person transactions and Internet-based transactions (see col 8, lines 
32-50). 

As per claim 5, Katz teaches: 

wherein said consumer purchase information is read from a purchase history 
database comprising consumer purchase information for a plurality of different 
merchants, and wherein the third-party remote shopping stimulation system responds to 
merchant requests from said plurality of different merchants (see col 16, lines 22-32). 

As per claim 6, Katz teaches: 

wherein the one or more merchant-specified products comprise a service (see 
col 13, lines 25-35). 

As per claim 7, Katz teaches: 

said product information comprising product expiration information and product 
identifying information wherein said step of identifying one or more potential consumers 
of products is additionally based upon the expiration information of products (see col 24, 
lines 30-50; col 27, lines 45-50). 

As per claim 8, Katz teaches: 

wherein said promotional material made available to said identified consumers is 
in electronic format (see col 27, lines 15-20). 
As per claim 9, Katz teaches: 

wherein said promotional material made available to said identified consumers is 
in printed format (see col 19, line 65 - co 20, line 5). 
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Claim 26, Katz teaclies: 

a consumer purcliase information data structure for storing consumer identifying 
information and product information corresponding to a purcliase transaction (see col 9, 
lines 1-20). 

Claim 27, Katz teaches: 

a commerce system for collecting the consumer purchase information in a 
computer communications network environment (see col 9, lines 20-65). 
Claim 28, Katz teaches: 

a point of sale system for collecting the consumer purchase information from in 

store and Internet purchases (see col 9, lines 25-45). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Katz (US 
6,055,51 3) in view of Von Kohorn (US 5,057,91 5). 
As per claim 4, Katz teaches: 

wherein each said step is performed responsive to the merchant system 
detecting a business necessity corresponding to said new or alternate versions of said 



Application/Control Number: 09/785,700 Page 7 

Art Unit: 3688 

product identified as an obsolete product, wlierein said business necessity corresponds 
to a mercliant of said new or alternate versions of said product identified as an obsolete 
product having inventory of said new or alternate versions of said product identified as 
an obsolete product (See col 23, lines 40-50; col 24, lines 30-50). Katz does not 
expressly mention that said inventory is excess inventory. However, Von Kohorn 
teaches that it is old and well known that retailers develop their marketing priorities as 
for example, a local retailer may wish to dispose rapidly of certain excess inventory with 
promotions (see col 79, lines 35-55) Therefore, it would have been obvious to a person 
of ordinary skill in the art at the time the application was made, to know that Katz would 
target offers to potential customers based upon detection of excess inventory, as taught 
by Von Kohorn in order to better control an inventory size and avoid a clog up situation 
in a merchant's back-room storage. 

Response to Arguments 
7. Applicant's arguments filed 05/17/2010 have been fully considered but they are 
not persuasive. The Applicant argues that Katz does not teach Applicant's claimed 
invention because according to the Applicant, Katz does not teach providing 
promotional material to consumers (who are not current users of the merchant computer 
system) determined by a third-part remote shopping stimulation system to promote 
products based on detected business necessities of the merchant, such as pending or 
impending inventory crisis (such as when the merchant is receiving a shipment of goods 
but does not have room for them) . The Examiner answers that the Applicant is arguing 
about limitation not stated in the claims. Applicant's claims recite simply "the business 
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necessity including tlie mercliant receiving a sliipnnent of goods". Nowliere, in 
Applicant's claims is recited a pending or impending inventory crisis, such as when the 
merchant is receiving a shipment of goods but does not have room for them. Also, 
nowhere in Applicant's claims is recited that the consumers are not current users of the 
merchant computer system. However, if the Applicant would decide to amend the 
claims to include the impending inventory crisis limitation, the Examiner is showing the 
Applicant a prior art Freeny that teaches that said claimed limitation is old and well 
known in the promotion art. However, the Examiner is not applying said prior art in this 
Office Action rejection because he does not need to. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

• Freeny (US 6,076,071) teaches adjusting promotions based upon inventory levels 
where upon detection of increased supply for a product, the product advertising data 
is automatically generated and transmitted to the store product advertising media 
unit to increased the demand for a selected product or products (see col 6, lines 30- 
40). 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 



Application/Control Number: 09/785,700 Page 9 

Art Unit: 3688 

mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 571-272- 
6720 and fax 571-273-6720. The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, LYNDA C JASMIN can be reached on (571) 272-6782. The official Fax 
number is (571) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

/DANIEL LASTRA/ 

Primary Examiner, Art Unit 3688 

July 15, 2010 



